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DETAILED ACTION 

Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

2. Document DE 9422342 has been crossed out because the document is missing. 
Please resubmit the document to be considered. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a) because they fail to show 
the details of the grooves as described in the specification in paragraph [0037] and in 
claims 1 1 and 24. Any structural detail that is essential for a proper understanding of 
the disclosed invention should be shown in the drawing. MPEP § 608.02(d). Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
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canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Specification 

4. The abstract of the disclosure is objected to because the abstract is too long and 
contains legalese. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 1-32 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



i 
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• Claims 1 1 and 24 claim "an opposite thread" and "an opposing thread", 
respectively, without a corresponding reference to distinguish which thread is 
being claimed. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 11, 18, 19, 21-24 and 30-32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Baumgartner et al. (USP 5,568,845). 

Re: claim 1 1 , Baumgartner shows a disc brake for use with a brake disc, in 
figures 2A and 2B as in the present invention, comprising: an axially slideable caliper 2 
which straddles the brake disc 1 when in use; a brake application device arranged in the 
caliper on one side of the brake disc, the brake application device comprising a 
transverse beam 7 having at least one threaded bore, not numbered, as shown in figure 
2B, into which an adjusting screw 71 carrying a pressure piece 13 is threaded, the 
brake application device being configured to press a brake pad 10 against the brake 
disc when in use; wherein the brake application device further comprises an adjusting 
device operatively coupled with the adjusting screw, the adjusting device adjusting for a 
change in a release play between the brake pad and the brake disc, not illustrated but 
mentioned in column 5, lines 47-50; and further wherein the brake application device 



Application/Control Number: 10/534,999 Page 5 

Art Unit: 3683 

comprises a spring ring 801 disposed in a ring groove formed in the adjusting screw, the 
spring ring being elastically supported on an opposite thread so as to provide a rotation- 
inhibiting effect on the adjusting screw up to a defined torque, as stated in the Abstract, 
lines 6-8. Please note the rejection of the claimed feature "an opposite thread" above. 

Re: claims 18 and 19, Baumgartner shows the groove as claimed wherein the 
walls of elements 7 and 800 are not sloped and the width of the groove corresponds to 
the width of the spring, as shown. 

Re: claims 21-23, Baumgartner shows the brake as claimed in claims 21-23. 

Re: claim 24, Baumgartner shows a brake application device for use in a caliper 
1 of a disc brake in figures 2A and 2B, as in the present invention, comprising: a 
transverse beam 7 having a first threaded bore, as shown; a threaded adjusting screw 
71 which screws into the first threaded bore, as shown; a wear adjustment device 
operatively coupled with the adjusting screw for use in compensating wear of the disc 
brake, as mentioned in column 5, lines 47-50; a ring groove formed in the threaded 
adjusting screw, as shown; and a spring ring 801 disposed in the ring groove so as to 
be elastically supported on an opposing thread of the threaded adjusting screw, the 
spring ring providing a rotation-inhibiting effect on the threaded adjusting screw up to a 
defined torque, as stated in the Abstract lines 6-8. 

Re: claims 30 and 31 , Baumgartner shows the groove as claimed wherein the 
walls of elements 7 and 800 are not sloped and the width of the groove corresponds to 
the width of the spring, as shown. 

Re: claim 32, Baumgartner shows the brake as claimed in claim 32. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baumgartner et al. (USP 5,568,845). 

Re: claim 20, it is believed that the claimed features in claim 20 is engineering 
design choices as stated in claim 20; since claim 20 lacks any structural recitation of the 
spring and only recites the criteria for the spring in accordance with a damping force. 

11. Claims 12-17 and 25-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baumgartner et al. (USP 5,568,845) in view of Bachler et al. (USP 
4,642,995). 

Re: claims 12, 14-17, 25 and 27-29, Baumgartner's brake, as rejected above, is 
silent of the material of the spring 801 . Bachler is relied upon for the teaching of various 
metal springs as shown in the figures wherein the springs 3, 4,. etc. are formed of sheet 
metal cut into strip, column 3, lines 26 and 56. Spring 3 has an undulated contour. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have modified Baumgartner's brake to employ one of the various metal springs 
as taught. by Bachler since it is well known in the art of springs that any of these springs 
taught by Bachler would be capable of performing the task of biasing. 
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Re: claims 13 and 26, the Examiner takes an Official Notice that steel is well 
known as a metal with superior resiliency and resistance to rust and would have been 
an obvious choice of a metal for use with the springs. 



Double Patenting 

12. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); in re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

13. Claim 1 1-13 and 24-26 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-3, 20 and 21 of 
copending Application No. 11/282,589. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the scope of the claims in the 
instant application is broader and would have encompasses the scope of the claims of 
the co-pending application. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Farr (2 documents) and Harrison are cited for other brake 
systems with a locking mechanism. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lan Nguyen whose telephone number is (571) 272- 
7121 . The examiner can normally be reached on Monday through Friday, 7:30am to 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James McClellan can be reached on (571) 272-6786. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Xuan Lan Nguyen/ 3-26-07 
Primary Examiner 
Art Unit 3683 



